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DETAILED ACTION 

1 . This Office action is in response to papers filed on 12/1/2008. Amendments 
made to the claims and Applicant's remarks have been entered and considered. 

2. Claims 1-5, elected claims, are pending and are presented for examination. 

Response to Arguments 

3. Applicant amended claim with new limitations and therefore arguments moot. 

4. The examiner's supplementary responses to the arguments are herewith 
presented respectively. 

5. Restriction - The restriction has been made final in previous office action. 
Invention for product and invention for process (method of making) is considered 
separated invention when they are independent or the product can be made by different 
process or the process can produce different product. The examiner believes enough 
explanation has been provided as copied below. 

"Group I is an apparatus of rotor. More particularly, an interior mount permanent 
magnet rotor for electric motor. Typical view is as show in Fig. 1. 

Group III is an apparatus of a laser peening. Typical view is as shown in Fig. 4. 

These two groups of apparatus are totally independent. Fig. 4 describes the 
independency very clearly. Part number 600 is the laser peening apparatus, and 
specification [0061] describes that "A laser peening apparatus 600 has a main unit 610 
(laser irradiating device) for irradiating the laser and a tank 660 in which a work piece 
200 is located." Further, specification [0062] describes that "The main unit 610 has a 
laser oscillator 620, an output adjusting device 630, a shutter 640, and a lens 650. The 
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tank 660 containing water 680 as the liquid through which the laser is transmitted, is 
equipped with a window 670 located on the side and a two-axis moving table (not 
shown)." Thus, the laser peening apparatus does not need a rotor for functioning. In 
illustration, rotor is a target or an example of application, and claim 26 recites such that 
"A laser peening apparatus comprising: a laser irradiating device for irradiating a rotor 
made of low iron loss magnetic steel with a laser through a liquid; where irradiating 
a rotor is defined as an intended use. Meanwhile, claim 1 recites "A rotor .... improved 
by means of applying a laser peening ..." which is a product-by-process claim 
language". It is kindly advised the Finality is confirmed. The examiner wishes the 
applicant is in position of understanding the law and rule of examination. In case the 
decision can not be acceptable by the applicant, there still have an opportunity filing a 
petition. 

6. The examiner regards limitation under "by means of applying a laser peening of 
irradiating said bridge side with a laser through a liquid' being negligible because of 
product-by-product limitation. Please find rules in MPEP copied below. 
MPEP 2113 [R-1] Product-by-Process Claims 

PRODUCT-BY-PROCESS CLAIMS ARE NOT LIMITED TO THE MANIPULATIONS OF THE 
RECITED STEPS, ONLY THE STRUCTURE IMPLIED BY THE STEPS 
"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964,966 (Fed.Cir. 1985) 
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7. The examiner reviewed priority of the filing including PCT/JP04/1 3767 which 
has been filed and published in Japanese language. 

Response to Amendment 

8. The claim 1 has been amended with new limitations. The examiner reviewed 
amended claims and remarks as follows. 

The amended claim 1 includes "... by means of applying a laser peening of 
irradiating the inner circumference of the magnet insertion window at an angle relative 
to the inner circumference of the magnet insertion window with a laser through a liquid'. 
The examiner regards the limitation is negligible because of product-by-product 
limitation. It is to be noted, the cited prior art also discloses said bridge side (12) 
improved [0068, 0196] by means of applying a laser peening [0078]. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Shimada 
et al (US 2003/0201685). 

As for claim 1, Shimada teaches (in Figs. 1-2) a rotor (1) using an electrical steel 
sheet with low iron loss (see abstract), the rotor comprising: a bridge (16) side (12) on 
an inner circumference of a magnet insertion window (2, 3) of said rotor, a strength of 
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said bridge side (12) improved [0068, 0196] by means of applying a laser peening 
[0078]. 

As for claim 2, Shimada teach the claimed invention as applied to claim 1 above. 
Shimada further teaches (in Figs. 1-2) said bridge side (12) irradiated with the laser is a 
region where a high stress occurs due to centrifugal force acting on a magnet when said 
rotor rotates. [0102] 

As for claim 3, Shimada teach the claimed invention as applied to claim 1 above. 
Shimada further teaches (in Fig. 1 ) a magnet of said rotor for each pole is divided into a 
plurality of pieces. [0120, 0136] 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
13. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shimada et al (US 2003/0201685) in view of Fukui et al (US 2002/01 14824). 

As for claim 4, Shimada teaches the claimed invention as applied to claim 1 
above. Shimada, however, failed to teach or suggest said bridge side has a step. In 
the same field of endeavor, Fukui teaches (in Fig. 5) some portions of core piece are 
reduced by pressing. Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to combine the teaching of Fukui with 
that of Shimada for developing toward the space sides. [0007] Fukui discloses the 
claimed invention except for the step is at bridge side. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to have the 
location of some portion for the step to be at bridge side, since it has been held that 
rearranging parts of an invention involved only routine skill in the art. In re Japikse, 86 
USPQ 70 (CCPA 1950). 

As for claim 5, Shimada and Fukui teach the claimed invention as applied to 
claim 4 above. Fukui further teaches (in Fig. 5) the step (10, 11) are located on one 
side or each side as teaching some portions of core piece are reduced by pressing and 
therefore, number of the portion is to be determined as a design option. 
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Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). A shortened statutory period for reply to this final 
action is set to expire THREE MONTHS from the mailing date of this action. In the event 
a first reply is filed within TWO MONTHS of the mailing date Of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH shortened 
Statutory period, then the shortened statutory .period will expire on the date the 
advisory action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN K. KIM whose telephone number is (571)270- 
5072. The fax phone number for the examiner where this application or proceeding is 
assigned is 571-270-6072. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Quyen Leung can be reached on 571-272-8188. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Quyen P Leung/ 

Supervisory Patent Examiner, Art Unit 2834 

JK 



